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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1 , 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barbee (US 4,565,851 ) in view of Sakurai (JP 2002-264206 A). 

2. Barbee discloses containers having improved resistance to gas permeability 
comprising a polymer blend composition comprising about 5 to 50 percent by weight of 
a first polyester comprising polyglycolic acid and correspondingly about 50 to 95 percent 
by weight of a second polyester [abstract]. The inventive examples show blends of 
polyethylene terephthalate (a crystalline polyester) and 10, 25 and 50 weight percent 
polyglycolic acid [column 4 lines 13-15] which were compounded by melt extruding 
[column 4 lines 17-20]. This blend is very similar in composition and preparation to that 
of Applicant's Example 4. Furthermore, the polyglycolic acid and second polyester of 
Barbee have similar intrinsic viscosities to claimed components (A) and (B), respectively 
[see column 2 lines 4-7 and 48-52 of Barbee compared to paragraphs 0034 and 0062 of 
US PGPub of the present application US 2006/0217523 A1]. Barbee teaches that the 
polyesters may be mixed by melt extrusion [col 3 lines 42-43] at a temperature of 240- 
260°C [col 4 lines 17-20]. This temperature and mixing method reads on the process in 
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Applicants' specification [see Applicants' specification page 28 line 17 through page 29 
line 2]. 

3. Barbee does not disclose the specific polyester (A) of the claims which has a 
glass transition temperature of 25 to 90°C and is prepared from glycolic acid, ethylene 
glycol and aromatic diacid. Barbee does teach that disclosed composition is intended to 
provide packaging materials with improved resistance to gas permeability [col 1 lines 
29-33]. 

4. Sakurai discloses thermoplastic copolymers based on glycolic acid for packaging 
materials which excels in gas barrier properties [0001]. The glycolic acid series 
copolymer is preferably prepared from 78-90 mol % glycolide and 212 to 10 mol % other 
monomers [0028]. The glycolic acid may be copolymerized with a polyhydric aclohol 
and a polyvalent carboxylic acid of an equimolar amount and including ethylene glycol 
and aromatic dicarboxylic acid including terphthalic acid, isophthalic acid and 
naphthalene dicarboxylic acid [0027]. 

5. Regarding the new limitation in claim 1 requiring that the copolymer (A) has a 
glass transition temperature from 25 to 90°C, though there is no explicit disclosure of 
the glass transition temperature of glycolic acid copolymer in Sakurai there are two 
implicit disclosures. Firstly, Sakurai discloses that the glycolic acid copolymer is 
crystalline [001 1] which is an implicit disclosure of a glass transition temperature range 
of 25°C (room temperature) or greater, which is overlapping with the claimed range. 
Secondly, Sakurai discloses that the extension temperature is between the glass 
transition temperature and 60°C above the glass transition temperature, preferably 
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between the glass transition temperature and 40°C above the glass transition 
temperature [0041]. Since the exemplified extension temperature is 65°C [0061] this is 
an implicit disclosure of a range of glass transition temperature between 5°C and 65°C, 
preferably 25°C and 65°C. In the case where the claimed ranges "overlap or lie inside 
ranges disclosed by the prior art" a prima facie case of obviousness exists. In re 
Wertlieim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 
16 USPQ2d 1934 (Fed. Cir. 1990), In re Geisler, 116 F.3d 1465, 1469-71, 43 USPQ2d 
1362, 1365-66 (Fed. Cir. 1997). 

6. It would have been obvious to one having ordinary skill in the art the time the 
invention was made to have prepared a polyester resin comprising a 1 to 50 parts by 
weight of (A) a copolyester of glycolic acid, ethylene glycol, and terephthalic acid with a 
Tg between 25 and 90°C and 99 to 50 parts by weight of crystalline polyester not 
identical with (A) because Barbee teaches that it Is within the skill of the art to prepare a 
packaging material from 5 to 50 percent by weight of a first polyester comprising 
polyglycolic acid and correspondingly about 50 to 95 percent by weight of a second 
polyester including (B) polyethylene terephthalate and Sakurai teaches that it is within 
the skill of the art to prepare a packaging material from (A) a crystalline glycolic acid 
copolymer prepared from glycolide, ethylene glycol and terephthalic acid. One would 
have been motivated to use the crystalline glycolic acid copolymer of Sakurai as the 
polyglycolic acid of Barbee because Sakurai teaches that the copolymer has excellent 
gas barrier properties and Barbee seeks a composition that has low gas permeability. 
Absent any evidence to the contrary, there would have been a reasonable expectation 
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of success using the glycolic acid copolymer of Sal^urai as the polyglycolic acid of 
Barbee. 

7. Since Barbee in view of Sal<urai teaches the same composition as claimed and 
prepared by the same process, the ratio Saa/Sbb of the polyester resin composition 
would inherently be the same as claimed. If there is any difference between the product 
of Barbee in view of Sakurai and the product of the instant claims the difference would 
have been minor and obvious. "Products of identical chemical composition can not have 
mutually exclusive properties." A chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. See MPEP 

21 12.01(1) , In re Best, 562 F2d at 1255, 195 USPQ at 433, Titanium Metals Corp v 
Banner, 778 F2d 775, 227 USPQ 773 (Fed Cir 1985), In re Ludtke, 441 F2d 660, 169 
USPQ 563 (CCPA 1 971 ) and Northam Warren Corp vDF Newfield Co, 7 F Supp 773, 
22 USPQ 313 (EDNY 1934). 

8. Where applicant claims a composition in terms of a function, property or 
characteristic and the composition of the prior art is the same as that of the claim but 
the function is not explicitly disclosed by the reference, the examiner may make a 
rejection under both 35 USC 102 and 103. "There is nothing inconsistent in concurrent 
rejections for obviousness under 35 USC 103 and for anticipation under 35 USC 102." 
See MPEP 21 12(111) and In re Best, 562 F2d at 1255, 195 USPQ at 433. 
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Response to Arguments 

9. Applicant's arguments, see pages 4-7, filed 04/07/2010, with respect to Tan (JP 
2001-055497) have been fully considered and are persuasive. The rejection of 
12/08/2009 has been withdrawn. 

1 0. Applicants should note that the rejection was withdrawn particularly because of 
the disclosure of the glass transition temperature of the polyester in Tan which was not 
according to the present claims. If in the future Applicants want to argue that a 
translation of a foreign language document is incorrect, arguments must be 
accompanied by a certified translation. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 



Application/Control Number: 10/538,750 Page 7 

Art Unit: 1796 

the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MIKE DOLLINGER whose telephone number is 
(571)270-5464. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/mmd/ 
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